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Opi nion by Cissel, Admi nistrative Trademark Judge:
Applicant has appealed fromthe final refusal to

regi ster the mark “THE COMPUTER SUPERSTORE’ on the

Princi pal Register for “retail store services in the field

of conputers, conputer products and conputer accessories,”

in Cass 42. The application was filed on May 28, 1996,

based on a claimof use of the mark in comerce since

Sept enber of 1989. The Exami ning Attorney refused

regi stration under Section 2(e)(1) of the Lanham Act, 15
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U.S.C. Section 1052(e)(1), on the ground that the mark is
nmerely descriptive of the services recited in the
application. Applicant’s claimof distinctiveness under
Section 2(f) of the Act was rejected by the Exam ning
Attorney, who at this point held that the words sought to
be registered are generic in connection with these
services, and that as such, they are not capabl e of
identifying applicant’s services and di stingui shing them
fromsimlar services provided by others.

Appl i cant disputes that the words sought to be
regi stered are nerely descriptive in connection with its
services, nuch less that they are generic, but applicant
has nonet hel ess subm tted substantial evidence in support
of its claimthat as a result of applicant’s extensive use
and pronotion of “THE COVWUTER SUPERSTORE” as applicant’s
mark, it has becone distinctive of applicant’s services.

The appeal was fully briefed, including supplenental
briefs and a reply brief, and both counsel for applicant
and the Exam ning Attorney presented argunents at the ora
hearing before the Board on the date indicated above.

The test for nere descriptiveness is not in dispute in
this appeal, nor is the test for genericness. A mark is
nmerely descriptive of services, and hence unregi strable on

the Principal Register wthout evidence of secondary
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neaning, if it forthwith conveys information concerning a
significant feature, function, purpose or use of the
services. In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed.
Cr. 1987). Atermis generic, i.e., so descriptive that
no anount of de facto significance as a source indicator
can justify its registration on the Principal Register, if
the relevant public understands the termprinmarily to refer
to the class of goods or services with which it is used.

In re The Anmerican Fertility Society, 188 F.3d 1341, 51
USP@@d 1832 (Fed. Cir. 1999); H Marvin G nn Corp. V.

| nternati onal Association of Fire Chiefs, Inc., 782 F.2d
987, 228 USPQ 528 (Fed. Cir. 1986).

Responsive to the original refusal to register on the
ground of descriptiveness, applicant cited several third-
party registrations for marks whi ch conbi ne what appear to
be generic terns with the word “SUPERSTORE” for services
involving the sale of products enconpassed within the
generic ternms. Exanples included “SECURI TY SUPERSTORE" f or
mai | order catal og services featuring security systens and
equi pnent, and “BABY SUPERSTORE” for retail store services
in the field of baby products. Applicant argued that the
generic termto describe its services is “a conputer

store,” but that “the conputer superstore” is not a term
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used by the relevant public to nanme the class or category
of services which applicant renders.

I n support of his conclusion that the term applicant
seeks to register is the nane of the class of services at
i ssue and that the relevant public understands this
designation primarily to refer to this class of services,
t he Exam ning Attorney has made of record a substantia
amount of evidence. Attached to the second Ofice Action
were copies of a nunber of third-party registrations for
mar ks used in connection with retail store services in
various fields. In each instance, the word “SUPERSTORE” is
di sclainmed, along with the generic termfor the goods or
services in connection with which the mark is registered.
For exanple, in Reg. No. 2,172,306, wherein the services
are identified as retail store services in the field of
nmedi cal and heal th care products, the words “THE HEALTHCARE
SUPERSTORE” are disclained; and in Reg. No. 2,083, 786,
wherein the services are identified as retail store
services in the field of office supplies and equi pnent, the
words “OFFI CE” and “SUPERSTORE’ are both disclai med.

Al so included were copies of a nunber of Patent and
Trademark O fice records regardi ng applications wherein

generic terns for the goods or services specified in such
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applications and the word “ SUPERSTORE” have both been
di scl ai ned.

In addition, the Exam ning Attorney included many
excerpts retrieved fromthe Nexis automated database of
published articles. These articles show the word
“superstore” used generically in connection with | arge-
scale retail sales services in a variety of fields,
including, inter alia, shoes, autonobiles, banking, books,
and, significantly, conputers. Typical exanples of the
| ater include the follow ng: “Conputer superstores, office
supply outlets and mass nerchandi sers attract arm es of
custoners--fromsnal | - busi ness people to refugees from
| arge corporations |ooking for the latest in technol ogy.
Time spent at the conputer superstore can be infornational
and recreational.” (The Houston Chronicle, July 6, 1997);
“ConpUSA [applicant in the instant appeal] is doing very
well --they’'re well ahead in store count and vol unes--but |
don’t think there will be just one national conputer
superstore player.” (Conputer Retail Wek, July 21, 1997);
“But before you run out to a conputer superstore, check the
Internet.” (The Detroit News, July 21, 1997); “.year was
an excellent tinme for hone furnishings chains, baby store
chains...and, believe it or not, even conputer superstore

retailers—all industry segnents that posted substanti al
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year - over -year gains.” (D scount Store News, July 7,
1997); “For instance, while there are many snmall conputer
outlets, the first conputer superstore only opened in
Hungary as recently as Novenber 1996, and mail-order and
tel emarketing are practically nonexistent.” (Journal of
Commerce, July 2, 1997); “As the co-owner of a small retai
conputer store chain, Bielas found hinself steadily shoved
to the econom c sidelines by conmputer superstores and
manuf act urer mass-marketing.” (The San Di ego Uni on-
Tribune, July 2, 1997); “The small-busi ness person may
begin to feel that the dizzying array of products and
specifications is overwhel m ng, especially after browsing
t he nearest conputer superstore or readi ng conputer

magazi nes.” (Arizona Busi ness Cassette, June 19, 1997);
“You're a witness to part of this convergence if you’ ve
strolled into a conputer superstore and noticed a TV show
pl aying on a nonitor..” (The Phil adel phia Inquirer, June 9,
1997); “They tend to wait until a technology proves to be a
useful investnment and then buy fromlarge retail outlets
and conputer superstores.” (The Al bany Tinmes Union, June
4, 1997); “The FTC itself purchases consumable office
supplies fromat |east 105 different retailers, including
mai | -order outlets, contract stationers, mass nerchants,

of fi ce-supply superstores, conputer superstores, electronic



Ser No. 75/110, 434

superstores, |ocal independents, and drugstores..” (The
Tanmpa Tri bune, June 3, 1997); “We're seeing that in the big
of fice superstores as well as in the conputer superstores.”
(I'nvestors Business Daily, May 7, 1997); “Unconfortable
with dropping off their machines at a conputer superstore,
waiting for weeks for repairs and paying hefty prices, many
conputer users are turning to friends and friends of
friends for tech assistance.” (The St. Paul Pioneer Press,
April 21 1997); and “In Decenber 1995, Baretz, owner of
Val ens I nformati on Systens Inc., opened Mdre Conputers
Inc., a 15, 000-square-foot conputer superstore in this
Del aware County town.” (The Phil adel phi a Busi ness Journal,
April 10, 1997).

Based on this evidence, the Exam ni ng Attorney
concl uded that because “conputer superstore” is generic for
retail services in the field of conmputers, the term
applicant seeks to register, “THE COVMPUTER SUPERSTORE,” is
al so generic, and hence is unregistrable on the Principal
Register. He cited In re The Conputer Store, Inc., 211
USPQ 72 (TTAB 1981), for the proposition that the addition
of the article “the” to the generic term “conputer
superstore” does not convey source-identifying capacity or
significance to the conbined term“THE COVMPUTER

SUPERSTORE.” In that case, the Trademark Trial and Appea
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Board found the term*“THE COVMPUTER STORE” to be generic for
conputer store services.

Applicant maintained that its mark has acquired
di stinctiveness within the neaning of Section 2(f) of the
Lanham Act; that its mark has becone fanobus in this country
as an identification of the source of applicant’s services;
that its mark is not generic because applicant’s use has
been continuous and exclusive; and that refusal of
regi stration of applicant’s mark woul d be inequitable and
i nconsistent with prior Ofice practice, in view of
exi sting registrations for marks such as “THE CONTAI NER
STORE, ” “BABY SUPERSTORES,” and “CD SUPERSTORE.” | ncl uded
in support of applicant’s argunents were declarations and
exhi bits which establish extensive use and pronotion of the
termas a mark by applicant, as well as the third-party
registrations cited by applicant.

Responsi ve to applicant’s subm ssions, the Exam ning
Attorney maintained the refusal to register. He conducted
anot her search of the Nexis database of published articles,
identifying over 4500 stories wherein the term “conputer
superstore” (in |lower case letters) appears. The first
hundred of these excerpts were submtted. Ten appear to
relate to applicant’s conmputer superstores. The other 90

per cent of these stories do not appear to relate to
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applicant, but rather use the wording “conputer
superstore” and “conputer superstores” as generic terns for
a specific type of retail store services, nanely, providing
a w de range of conputers, conmputer products and conputer
accessories to retail shoppers. Although these excerpts
are in some instances duplicative, they do show the term
“conmput er superstore” used generically in reference to
|arge retail store services in the field of computers and
rel ated products.

Al'so included with this Ofice Action were dictionary
definitions of “conmputer” and “superstore.” The latter is
defined sinply as “a very large store offering a w de
vari ety of nerchandi se.”

Wth regard to the specific references in the excerpts
to applicant as the nation s | argest conputer superstore,

t he Examining Attorney argues that these stories also
support the refusal to register. He points out that while
applicant nay be the | argest conputer superstore, the

evi dence indicates that applicant is not the only conputer
superstore. Several others, such as M crowarehouse and
Best Buy, are identified by name, and many of the excerpts
make it clear that there are a nunber of other “conputer

superstores” with which applicant conpetes.
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The Exam ning Attorney argues that the Patent and
Trademark O fice is not bound by the fact that nine
different state registrations and seven foreign-country
regi strations have issued to applicant for the mark here at
i ssue, nor should we be bound by the fact that the third-
party registrations cited by applicant for marks which
conbi ne “SUPERSTORE” with generic ternms for the goods or
services there invol ved have been issued on the Princi pal
Regi ster under the Lanham Act.

Based on careful consideration of the extensive record
before us in this appeal, the argunents presented in the
briefs and at the hearing, and the relevant statutory and
| egal authorities on the issues of descriptiveness and
genericness, we hold that the Exami ning Attorney has net
hi s burden of establishing that “THE COVWUTER SUPERSTORE’
is generic in connection with the services set forth in the
application, and that in view of this fact, no anmount of
evi dence of distinctiveness can justify registration of
this termon the Principal Register under the provisions of
Section 2(f) of the Act.

The dictionary definitions of the individual words
“conputer” and “superstore” do not necessarily establish
that the conbination of the two words is generic, and the

evi dence showi ng that third parties have discl ai ned

10
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different generic term nology along with the word
“SUPERSTORE” in their own applications and registrations of
mar ks whi ch conbine the two is hardly dispositive of the

i ssue of whether or not the mark which is the subject of
this appeal, “THE COMPUTER SUPERSTORE,” is capabl e of
identifying and distinguishing this applicant’s retai

store services in the field of conputers, conputer products
and conput er accessori es.

The excerpts from published articles submtted by the
Exam ni ng Attorney, however, are clear and uncontroverted
evi dence that prospective conputer purchasers understand
the termto refer to the class of services w th which
applicant uses it. |In each of the excerpts quoted above,
as well as in the countless others of record in this
appeal, the term “conputer superstore” is used as the
generic name for a large retail business featuring
conputers and rel ated products.

When the word “the” is used before “conputer
superstore,” as in the first excerpt quoted above, it is
al so as part of a generic term rather than as a source-

i ndicating service mark. The addition of the article in
front of the generic term “conputer superstore” does not
somehow convert this generic terminto a registrable

service mark. Just as “THE COVWPUTER STORE’ was held to be

11
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generic for conmputer store services in the case cited
above, “THE COVMPUTER SUPERSTORE" is |ikew se generic for
the services set forth in the instant application.

Furthernore, we agree with the Exam ning Attorney that
contrary to applicant’s argunents, even the excerpts which
clearly relate to applicant’s business show the term used
as a generic reference to the services, rather than as an
i ndi cation of their source.

Appl i cant argues strenuously that the Exam ning
Attorney has not identified particular conputer superstores
ot her than applicant which use the termto identify their
busi nesses, but this argunent m sses the point. The
evi dence submtted by the Exam ning Attorney shows that
journalists, whose work is widely exposed to the public,
refer to many retailers of conputers and conputer products
as “conputer superstores.” It is on this basis that we
conclude that the rel evant public understands the term
primarily as the nanme of this type or class of services.

Applicant also attenpts to distinguish In re The
Conmputer Store, supra., by arguing that because applicant
is the only conputer superstore to be using the entire term
“THE COVWPUTER SUPERSTORE, ” including the first word “THE,”

as a mark, the cited case is inapplicable. 1In that case

12
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the record showed that another entity was al so using “THE
COVMPUTER STORE” for conputer store services.

Agai n, applicant’s argunent is not well taken. The
i ssue i s not whether other conputer superstores incorporate
the terminto their trademarks or service marks, but
instead, the issue is whether their custonmers understand
the termprimarily to refer to the class of services they
render. As noted above, the evidence establishes that
t hese businesses are referred to as “conputer superstores.”
It would be manifestly unreasonable to permt registration
of such generic ternms sinply because they were preceded by
the word “THE.” Addition of this article, just |ike
addition of terns like “Inc.” and “Conpany,” does not
sonmehow create distinctiveness, and it surely should not
have the effect of conferring registrability on otherw se
generic term nology.

The Exam ning Attorney notes that it is comon
practice for businesses to tout their |eadership in their
particul ar fields by using | anguage such as “the foreign
car specialist” or “the real estate broker.” Such
references are clearly to the nature of the services being
rendered, rather than to the sources of those services.

Because the record establishes that the termsought to

be registered is generic, registration on the Principa

13
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Regi ster, even under the provisions of Section 2(f) of the
Lanham Act, should not be permtted. Notw thstanding a
substantial showi ng by applicant that it has extensively
and exclusively used and pronoted the term sought to be
registered in connection with its services and in
conbination with its nane and “ConpUSA” nmark, no anmount of
pronotion-—+n fact, no anount of evidence of the
acqui sition of de facto secondary meaning as an indication
of source—an justify the registration of a generic term
Such terns are, by definition, not subject to exclusive
appropriation, in that they do not possess the capability
of identifying a single source of particular services and
di stingui shing services rendered by that entity from
simlar services provided by others. See: H Mrvin G nn
Corp. v. International Association of Fire Chiefs, supra.
In fact, at the oral hearing, the Exam ning Attorney
conceded that the evidence of applicant’s extensive use and
pronotion unquestionably woul d have been sufficient to
establish distinctiveness had the termin question been
only nerely descriptive, instead of generic. Because the
termis generic, however, we need not detail the vol um nous
evi dence submtted by applicant in support of its claim of
acquired distinctiveness. Registration would not be

appropriate even if de facto significance as a service

14
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mar k, or even fane, had been clearly established. |If,
however, on appeal, the Court were to find that the term
applicant seeks to register is capable of identifying and
di stingui shing applicant’s services, registration under the
provi sions of Section 2(f) of the Act would be justified.

Applicant’s argunent that registration is nmandated
because of the third-party federal registrations applicant
made of record is simlarly unpersuasive, as is the
contention that state and foreign registrations establish a
proper basis for registration under the Lanham Act. It is
wel | settled that the Board is not bound by prior decisions
of Exam ning Attorneys to register particular marks, and we
are certainly not so bound by state or foreign governnent
action registering the mark applicant seeks to register
here. Each case before us nmust be decided on its own
nerits, based on its own record. W are not privy to the
records or the reasoning that apparently led others to
register this mark and other simlar marks. Qur decision
in the instant case rests on the application of the
relevant | egal authority and principles as they are applied
to the record in this application

DECI SION:  The refusal to register under Section

2(e)(1) of the Lanham Act is affirned.
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